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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Applicant's election with traverse of Group I, claims 1-11 in the reply filed on 
5/16/2008 is acknowledged. The traversal is on the ground(s) that diastereomers are 
not structurally different for the purposes of the invention. This is not found persuasive 
because while it is understood that using two different enantiomers, would not fit the 
definition in the specification, as the compound would not be chiral (i.e. meso 
compound), there is absolutely no mention in the specification of any teachings of 
diastereomers, which would be considered to be structurally different, especially in view 
of the knowledge available to the skilled artisan concerned with asymmetric synthesis. 

The requirement is still deemed proper and is therefore made FINAL. 

Applicants argue against the election of species, in the reply filed 5/16/2008, this 
argument is not persuasive as applicants have submitted no evidence or reasoning now 
of record to indicate that the different groups/compounds are obvious variants. 

Accordingly claims 2, 7, 8 and 12-15, have been withdrawn as not directed 
towards the elected invention. With regards to claims 2, 7, and 8 the specifically elected 
species would not read on these claims. 

Rejections 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 11 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In the last line of the claim W is selected from the groups (CH3)3 is not a group, it 
appear applicants are trying to claim tert-butyl, which is c-(CH3)3. Correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3-6, 9 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Reetz at a!.; Angew. Chem. Int. Ed. 2000, 39, (21), 3889-3890. 
Regarding claim 1 

Reetz teaches the use of two different bonded to a transition metal (second 
page, first full paragraph). 

Regarding claim 3 

Reetz teaches that the two mono-phosphorous ligands are chiral (see 8a and 

8b). 

Regarding claims 4-6 
See 8a and 8b 
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Regarding claims 9 and 10 

Reetz teaches the use of Rhodium as the metal atom (see table 2). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reetz et 

al.; Angew. Chem. Int. Ed. 2000, 39, (21), 3889-3890 as applied to claims 1 , 3-6, 9 and 

10 above. 

Reetz teaches the use of some of the ligands in claim 1 1 (see 7a-f), Reetz also 
teaches the use of two structurally different ligands (second page, first full paragraph), 
although, Reetz does not teach using two different ligands that read on the two different 
ligands instantly claimed at the same time, it is the position of the examiner that this 
would be obvious to one of ordinary skill in the art in an effort to optimize the activity and 



Application/Control Number: 10/530,818 Page 5 

Art Unit: 1793 

selectivity of the catalyst, through routine experimentation in the arty taking into account 
the fact that "Lewis basicity" of the phosphorous can be controlled by changing the 
electronegativity of the atoms bonded to phosphorous (i.e. as we go from alkyi to amide 
to alkoxide the basicity of the phosphorous atom will decrease as the electron density 
on the phosphorous atom is diminished, which will in turn reduce the electron density of 
the metal center, which is known to affect the reactions of the metal center with 
substrates, it is also known that the use of an alkyI on the ligating atom will exhibit a 
greater steric effect, which often times help the selectivity of the catalyst, until the 
catalyst is too crowded for binding of the substrate, this can be seen by comparing 7a-c, 
where the steric burden would increase going from methyl to phenyl to isopropyl. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1 , 3-6, and 9-1 1 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 , 2, 5, 6, 7 and 10 of U.S. 
Patent No. 7,265,237. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims of the reference fail to teach the 
use of two different ligands. 

Claims 1 , 3-6 and 9-1 1 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1, 2, 5, 6, 7 and 10 of U.S. 
Patent No. 7,265,237 in view of Reetz et al.; Angew. Chem. Int. Ed. 2000, 39, (21), 
3889-3890. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims of the '237 fail to teach the use of two 
different ligands, however, as shown in Reetz et al the use of two different ligands is 
conventional and can lead to 100 % conversion with 98.8 % enantiomeric excess. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES E. MCDONOUGH whose telephone number is 
(571)272-6398. The examiner can normally be reached on 8:30am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571)272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 

JEM 8/227/2008 



